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Opposi tion Nos. 91, 333; 91, 334; 91, 390;
and 91, 391; and Cancel lation No. 21,109

Before Ci ssel, Seeherman and Hohein, Adm nistrative Tradenmark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Appl i cati ons have been filed by Romy Hunt Revson
("Revson") to register the mark "SCUNCI "1 for: (i) "cosnetics,
namely |ipstick, blush, skin cleansing |otion, eye makeup, hair
shanpoo, hair conditioner, hair spray, hair nousse, hair gel, and
perfume for personal use by wonen and girls";2 (ii) "eyegl ass
frames and cords and chains for holding theni;3 (iii) "leather
goods, nanely handbags, wallets and purses”;4 and (iv) "personal
care services, nanely, beauty salons and hairdressing salons".>

Regi strati on has been opposed by Leathem S. Stearn
("Stearn") on the ground that, as set forth in the notices of
opposition respectively filed in connection with these

consol i dated proceedings,® Stearn is the owner of a registration

1 1n each application, it is indicated that: "The wording SCUNCl has
no neani ng other than trademark significance.”

2 Ser. No. 74/322,020, filed on October 9, 1992, which alleges a bona
fide intention to use the mark in comrerce. The application is the
subj ect of Opposition No. 91, 333.

3 Ser. No. 74/322,023, filed on Cctober 9, 1992, which alleges a bona
fide intention to use the mark in comrerce. The application is the
subj ect of Opposition No. 91, 334.

4 Ser. No. 74/322,018, filed on Cctober 9, 1992, which alleges a bona
fide intention to use the mark in comrerce. The application is the
subj ect of Opposition No. 91, 390.

5 Ser. No. 74/322,019, filed on Cctober 9, 1992, which alleges a bona
fide intention to use the mark in comrerce. The application is the
subj ect of Opposition No. 91, 391.

6 Proceedings in the oppositions were consolidated by the Board in an
order dated Novenber 2, 1993 and were consolidated with the
cancel | ati on proceeding in an order dated February 14, 1994.
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for the mark "SCUNCI" which is registered, in the stylized form

illustrated below, for an "elasticized hair holder";7

s c h

that, "[i]n accordance with a trademark |icense agreenent dated

March 10, 1992," Stearn "licensed the mark SCUNCI to Neal Menaged
and Lewis M Hendler, d.b.a. L & N Sales & Marketing," which
pursuant to such agreenent "sells and distributes elasticized
hair hol ders bearing the trademark SCUNCI in substantial volune
t hroughout the United States"; and that contenporaneous use of
the parties' marks is likely to cause confusion, m stake or
decepti on.

Revson, in her answers, has denied the salient
all egations of the notices of opposition and has all eged, as
affirmati ve defenses, the clains of fraud and abandonnment which
she asserted in her petition, filed prior to commencenent of the
oppositions, to cancel Stearn's pleaded registration for the mark
"SCUNCI". In addition, Revson has alleged as an affirmative

defense in each opposition that "Stearn has uncl ean hands and is

7 Reg. No. 1,612,163, issued on Septenber 4, 1990, which alleges
dates of first use of May 23, 1986; affidavit 88 accepted.
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therefore estopped frommaintaining this Qpposition and asserting
any rights in the SCUNCI trademark superior to registrant” [sic].
In the petition to cancel, Revson has alleged that
prior to 1986, she "designed and devel oped an original invention
for a decorative hair accessory,"” for which she "conceived the
name SCUNCHY"; that she "l ater conceived of the alternative
spelling SCUNCI for the decorative hair accessory"; that in My
1986, she disclosed to Stearn "her devel opnent of the decorative
hai r accessory and the nanme SCUNCHY/ SCUNCI "; that by January
1987, she "had entered into an agreenent with Stearn concerning
the marketing by Stearn of the SCUNCI products devel oped by
Revson"; that Stearn nmarketed such products under her control and
license; that the agreenent was termnated at | east as early as
1989; that "Stearn abandoned use of the SCUNCI trademark for hair
accessories at least as early as 1989"; that Revson is the owner
of an application to register the mark "SCUNCI" for ponytai
hol ders;8 that such application has been refused under Section
2(d) of the Trademark Act in view of Stearn's registration; that
Stearn's registered mark for his goods so resenbl es Revson's
applied-for mark for ponytail holders as to be likely to cause
confusion, m stake or deception; that Stearn's registration was
"obt ai ned through fraud" since, although dates of first use of
May 23, 1986 were alleged in the underlying application, "the

only uses of the SCUNCI mark were not made until 1987, and any

8 Ser. No. 74/242,993, filed on January 31, 1992, which is based upon
a bona fide intention to use the mark in conmnerce.
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such uses were made for the benefit of Revson"; and that in the
under|lying application, "Stearn falsely and know ngly decl ared
himself to be the owner of the mark ... with full know edge t hat
Revson was the owner of the mark ...."

In response, Stearn noved to dism ss the cancellation
petition on the basis of the doctrine of claimpreclusion (which
is also known as res judicata). The Board, treating the notion
as one for sunmary judgnent due to the subm ssion of matters

out side of the pleadings, stated anong other things in its My 6,
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1996 order that (enphasis added; citations omtted):?®

In OQpposition No. 78,845 petitioner (as
opposer) opposed the grant of a registration
to respondent (as applicant) for the mark
i nvol ved herein. 1In the notice of
opposition, which was filed June 23, 1988,
petitioner made allegations simlar to those
in the present petition to cancel with
respect to her invention of the SCUNCI pony
tail holder, the |icensing agreenent entered
into by her with respondent in 1987, and the
fal se statenments nmade by respondent in his
application with respect to first use dates
and ownership of the SCUNCI mark. Although
an answer was filed and trial dates were set,
petitioner took no further action in the
opposition and final judgnent under
[ Trademark] Rule 2.128(a)(3) was entered by
t he Board on March 28, 1990.

Despite the fact that the prior
proceedi ng between the parties was an
opposition and the present proceeding is a
cancel | ati on proceedi ng, the cause of action
in both proceedings is the sane, nanely,
applicant/respondent's right to a
registration for the mark SCUNCI and Design
for an el asticized hair hol der.

Accordingly, petitioner is barred under the
doctrine of claimpreclusion fromraising any
claimin this cancell ation proceedi ng which

9 The Board, in this regard, also noted that:

Under the doctrine of claimpreclusion, or res
judicata, the entry of a final judgnment on the nerits of a
claimprecludes the relitigation of that claimin a
subsequent proceeding involving the sane parties. Caim
preclusion al so extends to those clains that could have
been raised in the prior action. .... C aimpreclusion
may operate sinply by virtue of a final judgnent,

i ncluding a default judgnment, so long as the parties had
the opportunity to have their controversies determ ned.

. | ssue preclusion, or collateral estoppel, applies
only to issues actually litigated in the prior action, and
thus is not applicable to the present situation.
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was or m ght have been raised in the
opposition proceeding. Wile petitioner
argues that her failure to actually litigate
the clains raised in the opposition was due

to lack of funds caused by inadequate royalty
paynments by registrant, petitioner has
presented no evidence to establish that she
clearly had no opportunity to go forward and
have her clains adjudicated in the earlier
opposition. Accordingly, petitioner cannot
avoi d the consequences of the default

j udgnent, which stands as a bar to
petitioner's relitigation of the clains which
were raised or could have been raised in the
opposi tion.

In the notice of opposition, petitioner
(as opposer) specifically set forth
all egations with respect to the contractual
rel ati onship of the parties as well as to the
fal se statenents nade by registrant (as
applicant) in his application in connection
wth the first use dates and his ownership of
the mark. Thus the clainms of fraud and | ack
of ownership were raised in the opposition
proceedi ng. Al though no allegations of
I'i keli hood of confusion were nade at that
time, petitioner, as |icensor, could have
raised this claimw th respect to the use
being clainmed by registrant in his own
behal f.

Accordingly, of the clains pleaded in
t he cancel | ati on proceeding, the only one
whi ch m ght not be barred under the doctrine
of res judicata is that of abandonnent. No
al I egati ons of nonuse were nmade in the notice
of opposition nor does it appear that they
coul d have been nmade. Wile petitioner is
now al | egi ng abandonnent as early as 1989,
petitioner has submitted the transcript of a
deposition taken on June 6. 1991 which she
mai ntai ns constitutes her first know edge of
regi strant's cessation of use, as would | ead
to such a claim The final judgnent in the
opposi tion proceeding was entered on March
28, 1990. In view thereof, and taking
respondent's sem -acqui escence as to the
viability of this claiminto consideration,
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the Board does not find the clai mof
abandonment barred by the principles of claim
precl usion or res judicata.

In sunmary, respondent's notion is
granted to the extent that paragraphs 11-13
of the petition to cancel [which deal with
the claimof fraud] are stricken. The

cancel l ati on proceeding wll go forward
solely on the claimof abandonnent, with the
pl eadi ngs with respect to the |ikelihood of
confusion and the existence of a contractual
rel ati onship being entertained only for

pur poses of standing.

Respondent is allowed ... thirty days to
file an answer to the remaining all egations
in the petition to cancel
Stearn, in his tinely answer, has denied the remaining salient
al l egations of the petition to cancel.
Subsequent |y, on Novenber 30, 1994, the Board issued an

order in connection with these consolidated proceedi ngs which,

inter alia, struck sua sponte Revson's affirmative defense of

fraud from her answers to the notices of opposition. Recounting
that "[t]he Board, in its order of May 6, 1993, granted opposer's
(respondent's) notion in Cancellation No. 21,109 to dism ss the
petition for cancellation on the ground of claimpreclusion, or
res judicata, insofar as applicant's [(petitioner's)] clains of
fraud in obtaining the registration, |lack of ownership and

I'i kel i hood of confusion were concerned" and noting that "the
petition for cancellation would go forward only on the clai mof
abandonment, the Board in its Novenber 30, 1994 order clarified

and expl ai ned that (enphasis added):

[ A]l t hough the prior Board decision upon
whi ch the cl ai m precl usi on was based becane
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final on March 28, 1990, the Board made no
statenent that the tinme in which abandonnent
m ght [have] been shown was restricted to the
period after the Board's prior decision.
Instead[,] the Board noted that, although
applicant (petitioner) was alleging
abandonnent as early as 1989, applicant had
subm tted evidence that her first know edge

t hereof was not until 1991, and thus she

could not have raised the claimin the
earlier case.

Thus opposer's general objection to nuch
of the discovery sought on the basis that it
calls for information with respect to
activities prior to March 28, 1990 is

I npr oper.

On the other hand, applicant's
contention that the Board's order in
Cancel l ation No. 21,109, issued prior to
consolidation of that proceeding with the
oppositions, places no restriction on the
i ssues which may be raised in the
oppositions, is equally incorrect. The Board
consol i dated the proceedi ngs because the
petition to cancel was directed to the
opposer's pl eaded regi stration and thus stood
in the sanme position as a conplusory [sic]
counterclaimin the oppositions. Any other
chal l enges to the pl eaded registration would
al so have had to been rai sed by neans of a
counterclaimand not set forth as an
affirmati ve defense. See Trademark Rul e
2.106(b) (2(i).

Thus applicant's argunent that she has
validly raised the issue of opposer's making
material msrepresentations to the Ofice in
connection with obtaining his registration in
the affirmati ve defenses set forth in her
answers to the oppositions is not well taken.
This [fraud] clai mwas precluded fromthe
cancel | ati on proceedi ng and cannot be brought
in as an affirmati ve defense in the
opposi tions.
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Accordingly, ... [and] although, as

poi nted out by applicant, opposer has filed
no notion to strike any of the affirmative
defenses, the Board is hereby sua sponte
striking all affirmative defenses attacking
the validity of the pleaded registration from
the answer filed in each of the oppositions,
| eaving only the countercl ai mof abandonnent
[as set forth in the petition to cancel] to
be considered at final hearing.

Thus, only the pleaded affirmative defenses of
abandonnent and uncl ean hands may be considered in the
oppositions. Furthernore, with respect to the conpul sory
countercl ai m of abandonnent raised by the petition to cancel, it
shoul d al so be pointed out that the claimpreclusion or res
judicata effect of the March 28, 1990 judgnent in the prior
opposition between the parties bars Revson from establishing
abandonnent by Stearn on the basis of events or transactions
whi ch had wholly transpired by such date, although she can rely
on any period of nonuse of the "SCUNCI" mark by Stearn which
comenced | ess than two years prior to March 28, 199010 or on
specific events occurring after March 28, 1990 whi ch evi dence
di sconti nuance of use of the mark with an intent not to resune

use. 11

10 While we note that, as of January 1, 1996, Section 45 of the
Trademark Act was anended to provide that a period of three
consecutive years of nonuse, instead of a two-year period,
constitutes prima faci e abandonnment, we have applied the two-year
standard, since these proceedi ngs were conmenced prior to January 1,
1996, so as not to give retroactive effect to the statutory
amendment. See Clairol Inc. v. Conpagnie D Editions et de Propagande
du Journal La Vie Claire-Cevic, 24 USPQ2d 1224, 1226 (TTAB 1992).

11 For instance, Revson cannot rely upon a February 12, 1987
"assignnment and transfer” executed by Stearn as constituting an
abandonnment of the mark since a clai mof abandonnment predicated on
such a transaction plainly took place prior to March 28, 1990.

10
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The record consists of the pleadings; the files of
Revson's applications and Stearn's registration; the trial
deposition, with exhibits, of Lewis M Hendl er, executive vice
presi dent of L&N Sales and Marketing ("L&N'), which Stearn
submtted as his case-in-chief in the oppositions; and the
di scovery deposition of Stearn, with exhibits, which Revson
submtted by a notice of reliancel? as her case-in-chief in the
petition to cancel.1® Neither party took rebuttal testinony or
of fered any ot her evidence. Each party submtted briefs, but an
oral hearing was not request ed.

The issues to be determ ned are whether Stearn,
subsequent to March 28, 1990, abandoned the mark "SCUNCI" for
el asticized hair holders; whether Stearn or Revson has priority
of use of the mark "SCUNCI"; and whet her contenporaneous use of
such mark in connection with Stearn's products and Revson's goods

and services is likely to cause confusion as to source or

Simlarly, Revson cannot rely upon the denonstration of a two-year
peri od of nonuse by Stearn if such period ended on or before March
28, 1990, al though she could base a claimof abandonnent on any two-
year period of nonuse which began as early as March 29, 1988.

12 1t is noted that the notice of reliance, filed with a certificate
of mailing dated Cctober 13, 1995, is untinmely since, by an order

i ssued by the Board on July 19, 1995, Revson's testinony period as
defendant in the oppositions and as plaintiff in the petition to
cancel was reschedul ed to close on Septenber 18, 1995. However

i nasnmuch as the briefs of the parties treat the testi nony and
exhibits from Revson's di scovery deposition of Stearn as part of the
trial record, such evidence is accordingly deened to have been
stipulated into evidence pursuant to Trademark Rule 2.123(b).

13 The parties' stipulation, filed with the notice of reliance,
concerning the substitution of a "copy of the docunent entitled
"Assignment And Transfer By Leathem S. Stearn of Scunci Internationa
Ltd.'" for the "copy of such document marked as Exhibit 1 during the
deposition of Leathem S. Stearn taken January 4, 1994" is approved.

11
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sponsorshi p. However, no further consideration wll be given to
the i ssue of whether Stearn has uncl ean hands since, as is clear
fromthe cursory nention thereof in her initial brief,1 there is
sinply no proof whatsoever of any intentional m suse of the
federal registration synbol by Stearn or any |icensee.

According to the record, L& is a manufacturer and
di stributor of hair accessory products which, under a |license
agreenent from Stearn to Lewws M Hendl er and Neal Menaged dated
March 10, 1992, uses the mark "SCUNCI" in connection with
el asticized hair bands, hair ties, barrettes, hair hol ding conbs,

hair clips and headbands.> M. Hendl er, when presented with a

14 Revson, noting that L&N "has applied the federal registration
synbol to goods which are clearly not enconmpassed by the
registration,” asserts only that "[i]f such use was pursuant to a
license, it raises issues of unclean hands of Stearn and his ability
to maintain these opposition proceedings."”

15 Alt hough M. Hendler testified that "nmy conmpany ... license[s] the
use of the Scunci trademark from Stearn and that the docunent marked
as Exhibit 10 to the deposition "is a copy of the Trademark License
bet ween Leat hem Stern and ny conpany," L& is not a party to the
agreenent, which as indicated above is actually between the

i ndi viduals Stearn, Hendler and Menaged. (Hendler dep. at 13.)

Par agraph 1(a) of such license, however, provides Hendl er and Menaged
(collectively referred to therein as "Lisensee") "with the right to
grant sublicenses"” of the mark "SCUNCI". Stearn's approval, as
licensor, of any sublicensee is not required in the case of a
sublicense to a conmpany controlled by Hendl er and Menaged si nce
paragraph 1(c) of the license provides, in relevant part, that
(emphasi s added):

Notwi t hstandi ng the right to sublicense granted to
Li censee i n subparagraph (a), Licensor may di sapprove a
proposed sublicensee by Licensee of the Trademark, other
than to a conpany controll ed by Licensee, by objecting to
such proposed sublicensee within 30 days of notice thereof
on the basis that such proposed sublicense is to a person
or company which either (i) lacks the financial resources
to neet its anticipated obligations under the sublicense
or (ii) has a denonstrably poor business reputation in the
i ndustry to which the sublicense pertains.

12
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certified copy of Stearn's pleaded registration for the mark
"SCUNCI " showi ng that such registration is owmed by Stearn and is
in full force and effect, 6 confirmed his understandi ng that
"this is the registration” under which L& is licensed to use the
mark for its line of hair accessory products. (Hendler dep. at
14.)

Pursuant to the license agreenent, which recites anpng
other things that Stearn is the owner of the mark, L&N has
regularly paid Stearn the royalties he is due, and Stearn has

accepted such royalties, for use of the "SCUNCI" mark. In

Furthernore, it is noted that in paragraph 11(b) of the |icense,
Hendl er and Menaged represent and warrant, in particular, that
(emphasi s added):

(i) As of the date hereof, Licensee, through a
control |l ed corporation, The New L&N Sal es and Marketi ng,
Inc., has the rights to manufacture and sell hair
accessories incorporating the claimof U S  Design Patent
292,030 (the "030 Patent) under license from Ronmy Revson,
which license is in good standing with no outstandi ng
clains of default by either party. This representation
and warranty shall not be construed as a continuing
warranty that Licensee, either directly or indirectly,
wi Il continue to have such license rights involving the
030 Patent, and this Agreenent shall not be affected in
the event that Licensee's rights with respect to the 030
Pat ent shall hereafter term nate for any reason ....

The rel ationship, if any, of L&N, which is a Pennsyl vani a
corporation, to The New L&N Sal es and Marketing, Inc. has not been
i ndi cat ed, however.

16 While, by virtue of the petition to cancel, Stearn's pleaded
registration is automatically of record in light of Trademark Rul e
2.122(b), the introduction of the certified copy thereof as Exhibit
11 to M. Hendler's deposition is the functional equival ent of
Stearn's having filed a notice of reliance thereon and thus required
no corroborating testinmony by M. Hendler as to the current status of
and title to the registration, which facts are shown on the face of
the certified copy. See Vol kswagenwerk Ag. v. Clenment Weel Co.,
Inc., 204 USPQ 76, 80 (TTAB 1979).

13
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accordance with the ternms of such |icense, which was in ful
force and effect as of the May 24, 1995 date of M. Hendler's
deposition, L&N has also furnished quarterly sales reports to
Stearn and has periodically provided sanples of the products it
sells under the "SCUNCI" mark for his inspection and approval.
Stearn has received such reports continuously and, pursuant to
his rights as licensor, has inspected and approved the quality of
t he goods produced and sold by L&N under the "SCUNCI" marKk.
Mor eover, none of the royalty reports which Stearn has received
has indicated that sales of elasticized hair holders or other
hai r accessories under the licensed "SCUNCI" mark have been nade
by anyone other than L&N, nor has any of the information provided
by L&N or Hendl er and Menaged indicated that such mark is being
used on products sold by any conpanies not controlled by Hendl er
and Menaged. In addition, while Stearn knows fromthe product
sanpl es he has received and i nspected that actual use of the
"SCUNCI " mark for hair accessory products is by L&N rather than
Hendl er and Menaged and knows that the |icense agreenent gives
the latter the right to assign the agreenent to a conpany which
they control, Stearn is not aware of any such assignnent.

As background to the origin of the March 10, 1992
| icense agreenment, Stearn stated that in February 1992, either
Hendl er or Menaged tel ephoned himand asked for a license to use
the "SCUNCI" mark for hair accessories because "[t]hey realized |
was the owner" thereof since their former partnership, which
(l'i ke L&) went by the nane of L&N Sal es and Marketing, had

previously been a distributor of such products. (Stearn dep. at

14
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121.) Although Stearn does not recall why the |icense agreenent
was with Hendl er and Menaged as individuals rather than with L&N,
or whet her Hendl er and Menaged have actually used the "SCUNCI"
mark in marketing any products in their individual capacities or
have given perm ssion to use such mark under their |license with
Stearn to any conpany with which they are associ ated, Stearn
regards L&N s use of the mark as being pursuant to the |license

agr eenent :

Q Have you given perm ssion to L&N
t he conpany, to use the tradenmark?

A. The permssion | have given to use
the trademark is all contained in [the
i cense agreenent] here.

Q Do you know if you have given L&N
the trademark? | want to know what your
understanding is without the docunent.

A. The specifics of this docunent, |
woul d have to read it closely as to the
license to Lou and Neal, and they have the
right to market this product through their
conpani es. The exact |anguage i s sonething
|"'mnot famliar with at this point.

Q That's your understandi ng of the
effect of the agreenent? That's what | am
asking, that Lou and Neal have the trademark
and the right to use it in their conpanies?
A.  That's ny understandi ng.
(1d. at 124-125.)
The hair accessory products marketed by L&N under the
licensed "SCUNCI" mark are sold by its own sales representatives
and i ndependent brokers and distributors to mass marketers, who

in turn resell such goods principally to wonen and girls as the

15
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ultimate consunmers thereof. In particular, L&N sells its goods

t hrough "di scount departnent stores, such as Wal-Mart, K Mart,
and Target; supermarkets such as Pathmark, A & P, and Wegman's,
and drug chains such as Revco and Eckerd's." (Hendler dep. at
15.) L&N also sells its goods through "warehouse cl ubs such as
Samis, ... BJ's, and Price Costco." (ld.) Typically, L&\ s hair
accessory products are displayed at retail on self-service racks,
whi ch enabl e the consunmer to select the specific goods desired.
L&N s "SCUNCI " products are often marketed side-by-side with
conbs and brushes sold by conpetitors in the hair accessories
field under such marks as "GOCDY," "REVLON' and "VI DAL SASSOON'
Al t hough L&N s products are basically used in hair styling to
hold hair in place, itens such as its headbands and el asti ci zed
hair bands are al so regarded by consuners as fashion accessori es,
with the latter even being worn sonetinmes on the wist |ike a
bracel et. Moreover, while hair accessories are also sold in
beauty sal ons, L&N "does not presently sell Scunci brand hair
accessories in beauty salons.” (ld. at 22.)

M. Hendler, noting that he knows Revson and is aware
that she has filed several applications to register the "SCUNCI"
mark, testified to his opinion that confusion would be likely
from cont enpor aneous use of the mark "SCUNCI" in connection with
L&N s hair accessories and nmany of Revson's goods and services. 1’

In particular, M. Hendler asserted that Revson's use of the mark

17 Al t hough counsel for Revson objected thereto, the objection was not
reiterated in either of the briefs filed by Revson and is accordingly
consi dered to have been wai ved.

16
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in connection with | eather goods "would interfere with our own
pl ans for the devel opnent of our product |ine" because handbags,
wal | ets and purses "are goods which are sold in the same channels
of distribution that we sell into"; such goods "are physically
| ocated in the vicinity of the goods we presently sell in mass
mar keters"; the respective products in many cases are "probably
not nore than 50 feet away"; and the "Scunci mark is a very
distinctive mark" since "there is nothing even close to it in the
mar ket pl ace."” (ld. at 20.) Wile conceding, wth respect to use
by Revson of the "SCUNCI" mark for beauty sal ons and hairdressing
salons, that "the potential inpact on us ... is significantly
| ess than would be the case wth the | eather goods," M. Hendler
stated that "I clearly still have a problemw th it" because the
"custoners are the same custoners we sell to" and "there is a
strong recognition by consuners of our ... Scunci brand nane
[products].” (Id. at 22 and 23.)

As to use by Revson of the "SCUNCI" mark on cosnetics,
M. Hendl er expressed the opinion that "there would be trenendous

confusion, even nore than | eather goods," because products |ike
shanpoo, conditioner, hair spray, nousse and gel "would be sold
in many cases three to six feet away frommy products” and the

respective goods would be bought by the same custoners.?1® (1d.

18 M. Hendl er offered no opinion, however, on whether use by Revson
of the "SCUNCI" mark in connection wth eyeglass frames and the cords
and chains for holding themwuld be likely to cause confusion with
the marks "SCUNCI" for hair accessories. Instead, he testified to
his opinion with respect to use by Revson of the "SCUNCI" mark for
"board ganes, dolls and plush toys" and which, while the subject of
anot her intent-to-use application, Ser. No. 74/322,021, filed by
Revson on Cctober 9, 1992, is not one of the applications involved in
t hese proceedi ngs.
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at 25 and 26.) M. Hendler, indicating that L& s "marketing
pl ans i nclude natural line extensions ... into many of these
itens,” noted in particular that:
For exanple, we are already investiga-
ting the use of a line extension for Scunci
brand hair shanpoo.
W' ve al ready spoken with one of the
| ar ger manuf acturers about private | abeling
for us and making their formulas available to
us, and have already made inquiries to our
maj or retailing custonmers about their
interest and what price points we would have
to be at and what |evels of advertising would

be necessary to support addi ng Scunci brand
shanpoo to their existing |lines.

(ld. at 26.) Simlarly, as to |eather goods such as handbags,
wal | ets and purses, M. Hendler stated with respect to possible
pl ans by L&N to market such goods that "[t]hose kinds of products
are natural line extensions for the hair accessories that we
sell." (ld. at 33.)

However, as of the January 4, 1994 date of his
di scovery deposition, Stearn indicated that although, as
requested by Hendl er and Menaged, he was taking steps to register
the "SCUNCI" mark in his name in England, France and Italy, they
had not yet extended use of the mark to products other than hair
accessories since they had not given himnotice thereof as

required by the |license agreenent.1 Although Stearn did not

19 Specifically, Stearn testified as foll ows:

Q Have they brought to you any proposals for
subl i censing as noted in paragraph 1 C?

A. No, | don't believe so.
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know what products, such as clothing or eyegl asses, Hendler and
Menaged were considering as possibilities for expandi ng use of

the "SCUNCI" mark under the terns of the |icense agreenent, he

testified that "[t]here is no specific plan" and that:

Q You don't renenber what you have
t ouched on?

A. W have tal ked about all those

things, T-shirts, eyeglasses, clothing.
There is just talks so far.

Q Wien were these discussions?

A. W have had di scussions on and off
since the |license [comenced].

(Stearn dep. at 133.)

Wth respect to Stearn's activities concerning the
"SCUNCI " mark prior to his licensing thereof to Hendl er and
Menaged on March 10, 1992, the record reveals that on February
12, 1987, Stearn signed a docunent entitled "ASSI GNVENT AND
TRANSFER BY LEATHEM S. STEARN OF SCUNCI | NTERNATI ONAL LTD." Such
docunent states that Stearn "transfers and assigns to Scunci
International Ltd. (' Corporation'), as partial consideration for
the issuance to himof 35,000 shares of Corporation's conmon
stock,"” the follow ng (enphasis added):

1. Al of M. Stearn's interest in a
i cense agreenment between hinself, as
i censee, and Roney [sic] Revson as |icensor,
relating to the hair accessories product (the
"Product”) known generally as Scunci or Grl
Fri end.

2. Al of M. Stearn's interest of the
trade nanes "Scunci["] and "G rl Friend".
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3. Al of M. Stearn's know how
relating to the Product or the commerci al
exploitation of the Product including al
confidential information relating to the
manuf acture, pronotion and sale of the
Pr oduct .

4. Al of M. Stearn's interest in any

contracts relating to the manufacture,

pronotion or sale of the Product.
By the terns of such docunent, Stearn also agreed to "execute and
deliver to the [Clorporation any further docunents which are
appropriate to effect the transfer of [sic] Corporation of any
rights described herein.™

Stearn testified in his discovery deposition that the
above docunent was part of an agreenent between hinself and
Scunci International Ltd. ("SIL"), a New York corporation in
whi ch he was the principal sharehol der and which he organi zed for
t he purpose of marketing hair accessories, including elasticized
hair hol ders, under the mark "SCUNCI". Stearn stated that, when
he signed the above agreenent on February 12, 1987, he "basically
owned" the trademarks and trade nanes Scunci and Grl Friend and
had previously applied for federal registration thereof.20 (ld.
at 10.) Stearn, who unlike M. Hendler is not an attorney,
adm tted, however, that he does not know "what the distinctionis
between [a] trade nanme and corporate nane and [a] trademark."
(ld. at 10-11.) Stearn insisted, nevertheless, that the docunment
he signed on February 12, 1987, which nmakes no nention of any

goodwi I I, was not intended to transfer his ownership rights in

20 The "G RL FRIEND' mark, according to the record, was to be used to
identify a lower-priced line of the sane types of hair accessories as
t hose sold under the "SCUNCI" marKk.
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the "SCUNCI" mark for an elasticized hair holder to SIL and that
such rights were not transferred thereby.

Prior thereto, and perhaps as early as the spring or
sumrer of 1986 or at least by the fall of 1986, Stearn had sold
sone product sanples of hair bands under the "SCUNCI" mark in
test markets, including a sale of "sonme product to an outfit in
Fish Creek, Wsconsin" where he naintained a residence. (ld. at
18.) Specifically, such goods, bearing a hang tag with the mark
t hereon, were shipped from New York, where he was principally
residing, to a clothing or dry goods store in Wsconsin. Stearn
continued to carry on his sales activities in corporate form once
SIL was in business, which occurred sonetine after he made his
initial sales but prior to February 1987.

In fact, according to an affidavit executed by Stearn
on Decenber 12, 1987, which was prepared in connection with a
civil action brought by Revson against SIL and Stearn for
royalties allegedly due on her design patent for the elasticized
hair hol ders which SIL was selling under the mark "SCUNCl,"
Stearn had forned SIL by Novenber 1986 and its total sal es of
hai r accessories under such mark through October 31, 1987 had
exceeded $2,000,000. Stearn, inter alia, also averred therein
that "[i]n October, 1986, with Revson's know edge and consent, |
made arrangenents to acquire trademarks for 'Scunci' and 'Grl
Friend,' in ny name"; that "on January 14, 1987, | entered into
an agreenent ('License Agreenent') ... with Revson" concerning
use of her design patent for an el asticized hair holder; that the

"Li cense Agreenent does not purport to license the trademark
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Scunci (whi ch Revson does not own"; and that "[a]fter the License
Agreenment was signed, | transferred and assigned all of nmy rights
and obligations under the agreenent to SIL," as shown by an
acconpanyi ng copy (discussed above) of the February 12, 1987

" ASSI GNVENT AND TRANSFER BY LEATHEM S. STEARN OF SCUNCI

| NTERNATI ONAL LTD." (Exhibit 4 of Stearn dep. at 9121, 39, 44
and 46.)

According to Stearn, SIL first shi pped goods bearing
the "SCUNCI" mark in January 1987. However, by retaining title
to the underlying application and eventual registration therefor,
Stearn intended to keep the "SCUNCI" mark as his own property,
rather than transfer it to SIL, in order "to nake sure that the
corporation was going to be successful and honor its conm tnent
to me." (Stearn dep. at 34.) Nevertheless, SIL was to be
permtted to use the "SCUNCI" mark both in its corporate name and
as a product mark for the goods it was selling.2 Thus, other
than SIL, "no one was officially using the trademark until L&N
signed a |icense agreenment” on March 10, 1992. (ld. at 37.)
Stearn, in particular, has had no further personal use of the
"SCUNCI " mark, as distinct fromany use which inures to his
benefit as licensor, since use of the mark by SIL comenced by
around February 1987.

As to how the mark "SCUNCI" for an el asticized hair

hol der originated, Stearn stated that "[i]t cane out of

21 Stearn confirmed in his testinony that the only rights which he
wi thheld fromSIL were his ownership of both the "SCUNCI" mark and
the registration therefor.
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di scussions early in the formation of the conmpany" which becane
SIL. (ld. at 92.) Specifically, while Stearn does not recal
whet her the idea for the mark was his or Revson's, he stated that
such mark "started out [as] Scunchy, being descriptive of the
appearance [of the product]. It evolved to Scunci." (ld. at
93.) The "SCUNCI" mark, however, is sinply a fabricated term and
does not mean anything in a foreign | anguage.

Pursuant to an "AGREEMENT OF MERGER' nmade on Sept enber
9, 1987 "by and anong SCUNCI | NTERNATI ONAL LTD., a New York

corporation ('Scunci'), Leathem Stearn, ... the principal
sharehol der of Scunci ..., ENER-MARK ACQUI SITION, INC., a New
York corporation ... and ENER- MARK CORPCRATI ON, a Del awar e

corporation,” SIL was nerged into and becane a wholly owned
subsidiary of Ener-Mark Corporation ("E-M). Anong other things,
par agraph 2.14 of such agreenent, which is captioned "Patents,

Trademarks, Etc.," states that "Scunci owns or possesses adequate

licenses or other rights to use all service marks, patents, trade
names, trademarks, copyrights, |licenses and proprietary rights
necessary to the conduct of the Scunci Business." According to
Stearn, such | anguage neant that SIL had a |icense to use the
mark "SCUNCI" for hair accessory products and, at the tinme of the
merger, was selling such products. Stearn, who had been
president of SIL in addition to being its principal sharehol der,
remai ned as president of the nerged entity after having sold his
shares in SIL in return for shares in E-M

Wil e Stearn does not know exactly when the nerged

entity ceased to conduct the business fornerly operated by SIL
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he is sure that such entity eventually went out of business

"W thin a couple of years of" the nerger of SIL. (ld. at 58.)

Al t hough Stearn left, "as effective operating president, sonetine
inearly '"88," he remained on the board of the nerged conpany and
for several years, until ultimately resigning his directorship,
continued to be involved in various litigation concerning the
busi ness conducted under the "SCUNCI" mark and assisted in

mar keting products sold thereunder. (Id. at 59.) |In particular,

to the extent of his recall, Stearn testified that:

Q Is it fair to say that the conpany
was out of business by Novenber of 19897

A. | don't think so.
Q After that date --

A. It would be after that date, |
t hi nk.

Q | just said that because that was
two years, two nonths [after the nerger].

Just to pick a date.

| don't know the date.
(Id. at 58.)

Thus, while it is clear that SIL eventually went out of
busi ness and stopped shi pping hair accessories under the mark
"SCUNCI ," Stearn could not state precisely when such occurred
since he could not renenber exactly when he resigned his
directorship or when he ultimately left due to what he believed
to be a breach of his enploynent contract by the conpany he had

headed. Stearn does recall, however, that as of the Septenber 7,

1987 date of the nerger agreenent, he retai ned ownership of the
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"SCUNCI " mark, and his pending application for the registration
thereof, and that E-M was "aware of ny ownership of the [ SCUNCI ]
trademar k" "because we had discussed it." (ld. at 67.) In
addition, Stearn maintains that anong the assets acquired by E-M
in the nmerger with SIL was the latter's license to use the
"SCUNCI " mark for hair accessories, although no copy of any such
i cense agreenent was ever introduced as an exhibit.

The cl osest Stearn could conme to indicating when SIL
st opped selling hair accessories under the "SCUNCI" nmark was the
foll ow ng testinony:

Q There is no date that you can give
me that would tell you when you believe
Scunci International ceased shipping
pr oduct s?

A. The only recollection that | have is
Scunci supposedly was still clearing out
inventory in 1990.

Q How do you know? They told you
t hat ?

A. | was told that.

Q By clearing out inventory, | take it
that Scunci International wasn't acquiring
any stock? It was cleaning [sic] what was
remai ni ng?

A. | don't know that. | just know that
they still had inventory to sell.

Q Do you know if they were actively
selling it at this tinme?

A. They certainly were until everything
was sol d.
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Q You don't know if everything has
been sol d even today, do you?

A. No, | don't.

(ld. at 83-84.) In reference to his answers to Revson's
interrogatories, Stearn confirmed that, while SIL | ast
manuf act ured hair accessories bearing the "SCUNCI" mark around
the fall of 1989, it was still doing business in 1991. Moreover,
according to informati on which Stearn personally received from
both L&N and the manager of Bl ock Stores, such goods renmained for
sale on retail shelves until 1991. Stearn admtted, however,
that he had "[n]o idea" whether L&N was still purchasing hair
accessory products fromSIL after 1989. (Id. at 88.)

In view of the above, and in light of the follow ng
additional testinony, it appears that SIL had ceased doi ng

busi ness under the "SCUNCI" mark by no later than early 1992:

Q Does Scunci International have the
right to use the tradenmark?

A Not any nore.

Q Wiy not?

A. They're out of business.

Q So that the rights they did have to
use the trademark no | onger exist because

they' re out of business?

A. That's ny understanding. |'mnot a
| awyer .

Q How |l ong have they been out of
busi ness in using the trademark?

A. | don't know when they went out of

busi ness. | would say, by 1992 they were out
of busi ness.
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(ld. at 127.)

Stearn also testified that, up until the tine he signed
the license agreenent with Hendl er and Menaged on March 10, 1992,
a variety of capital and litigation problens involving SIL
prevented himfromusing the "SCUNCI" mark to market hair
accessory products. According to Stearn, it was basically a
question of whether SIL was going to be able to continue as a
busi ness and, if not, then "it would be necessary to get another
licensee.” (ld. at 91.)

Since the petition to cancel operates, in effect, as a
countercl ai magai nst Stearn's pleaded registration in the
oppositions, we turn our attention first to the abandonnent
claim Under the relevant definition of "abandonnment" provided
by Section 45 of the Trademark Act,?2 "[a] mark shall be deened

to be 'abandoned’ when either of the follow ng occurs:”

(1) When its use has been discontinued
with intent not to resume such use. | nt ent
not to resunme use nmay be inferred from
ci rcunst ances. Nonuse for two consecutive
years shall be prima facie evidence of
abandonnent. "Use" of a mark means the bona

fide use of that mark made in the ordinary
course of trade and not nmade nerely to
reserve a right in a mark.

(2) When any course of conduct of the
owner, including acts of omssion as well as
conm ssion, causes the mark ... to lose its
significance as a mark.

It is settled that "[a] bandonnment, being in the nature of a

forfeiture, nmust be strictly proved." Wallpaper Manufacturers,

22 See footnote 10.
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Ltd. v. Crown Wallcovering Corp., 680 F.2d 755, 214 USPQ 327, 332
(CCPA 1982). Mbreover, it is Revson, rather than Stearn, who as
the cancellation petitioner bears the ultimte burden of proof of
abandonment by a preponderance of the evidence. See Cerveceria
Centroanericana S. A v. Cerveceria India Inc., 892 F.2d 1021, 13
USPQ2d 1307, 1309 (Fed. Cr. 1989). Thus, for instance, it is
Revson who bears the burden of establishing a prim facie case of
abandonnment on the basis of nonuse of the "SCUNCI" mark by Stearn
or his licensee(s) for a period of two consecutive years and,
only upon such a show ng, does the burden of persuasion shift to
Stearn to cone forward with evidence to disprove the presunption
of abandonnment. [d. at 1312. Simlarly, it is Revson who has
t he burden of proving abandonnment through uncontrolled |icensing.
Revson, in her initial brief, has raised a variety of
theories to support her claimthat "Stearn abandoned use of the
SCUNCI trademark for hair accessories at |east as early as 1989".
Her theories range fromthe argunent that Stearn assigned his
rights in the mark to SIL on February 12, 1987 and thereafter
bot h di scontinued any personal use thereof and failed to control
the nature and quality of the goods sold thereunder by SIL, to
the contention that the individuals licensed by Stearn under the
March 10, 1992 agreenent have never used the nmark and that the
use thereof by L&N, even if it is owned by Hendl er and Menaged,
does not inure to either their or Stearn's benefit since there is
no proof of any assignnment or transfer of the |icense agreenent
to L&N nor is there proof that Stearn supervises or otherw se

controls L&N s use of the mark. However, as previously pointed
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out, 23 Revson's assertion that Stearn's February 12, 1987
assi gnnent and transfer of certain interests to SIL divested him
of trademark rights and constituted an abandonnment by himof the
"SCUNCI" mark plainly is barred by the res judicata or claim
precl usion effect of the judgnment entered by the Board on March
28, 1990 in the prior opposition between the parties and thus
will not be further considered. Mreover, while the record is
not entirely clear in several respects, Revson has failed to
prove a cessation of use of the mark for any rel evant two-year
peri od?* commencing on or after March 29, 198825 or that Stearn
negl ected to exercise and nai ntain adequate control over the
nature and quality of the goods sold under the mark by third
parties.

The facts established by the record show that, since
January 1987, SIL sold hair accessories under the "SCUNCI" mark
and that, while it |ast manufactured hair accessories bearing the
"SCUNCI " mark around the fall of 1989, it continued to sell such
goods fromits existing inventory through at |east 1991; and it
did not finally go out of business until sonetine in early 1992.
Moreover, following the ultimte demse of SIL, it is clear that

L&N has been selling hair accessories, including elasticized hair

23 See footnote 11.

24 W& observe, in this regard, that the absence in the record of
evi dence of nonuse for a period of at |east two consecutive years
does not suffice; instead, what is necessary is evidence of the
absence of use for such period.

25 See footnote 11.
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hol ders, under the "SCUNCI" mark since the March 10, 1992 date of
the |license agreenent between Stearn, Hendler and Menaged and
that, as of the May 24, 1995 date of Hendler's trial deposition,
there is nothing in the record which indicates any period of
cessation of such use. There accordingly has been no
denonstration by Revson that, beginning anytinme on or after March
29, 1988, an interval of at |east tw consecutive years of nonuse
of the mark for hair accessory products existed so as to
constitute prim facie evidence of abandonnent.

As to whether, during the relevant tine period, Stearn
failed to exerci se adequate control over the nature and quality
of the goods sold by SIL and L&N under the "SCUNCI" nark, there
admttedly is no evidence of the existence of a witten |icense
agreenent for the mark and goods between Stearn and SIL.26 |t is
clear, nevertheless, that Stearn fornmed SIL for the purpose of
continuing his business under the mark and that he was both its
presi dent and princi pal shareholder. |In addition, follow ng the
merger of SIL with E-M around Septenber 1987, Stearn renni ned
presi dent of the nmerged entity until sonmetinme in early 1988 and
continued with the conpany for several years in a marketing
capacity and as a director. Stearn was thus in a position of
control over the nature and quality of the goods sold under the

"SCUNCI " mark and repeatedly testified that, not only did he

26 The | ack thereof, however, is not dispositive since it is settled
that a witten |icense agreenent is not required. See, e.g., Nestle
Co. Inc. v. Nash-Finch Co., 4 USPQ2d 1085, 1089 (TTAB 1987) and Basic
Inc. v. Rex, 167 USPQ 696, 697 (TTAB 1970).
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retain his ownership of the mark, but that those in business with
him including other shareholders in SIL and |later on those in
E-M knew of such ownership or regarded himas the owner
Furthernore, there is nothing in the record which indicates any
variation in quality of the goods sold by SIL. Stearn, in
effect, inplicitly licensed SIL's continuing use of the mark up
until the tinme it ultimately ceased doi ng busi ness. See John
Ant hony, Inc. v. Fashions by John Anthony, Inc., 209 USPQ 517
525-26 (TTAB 1980). As Stearn persuasively argues in his reply
brief, given the closely held nature of SIL and E-M and his
wor ki ng rel ati onships therewith, "he did not need formalistic
controls or docunents reflecting then in order to rely upon the
quality control exercised by SIL. See Taco Cabana I|nternational
Inc. v. Two Pesos Inc., 952 F.2d 1113, 19 USPQ2d 1253, 1259 (5th

Cr. 1991), aff'd sub nom, Two Pesos Inc. v. Taco Cabana Inc.,

505 U.S. 763, 112 S.Ct. 2753, 120 L.Ed.2d 615, 23 USPQd 1081
(1992) . 27

27 As the Fifth Circuit explained, relaxation of the strict observance
of licensing formalities is warranted in such instances because:

The purpose of the quality-control requirenment is to
prevent the public deception that would ensue from vari ant

quality standards under the sanme mark .... \Were the
particul ar circunmstances of the |icensing arrangenent
persuade us that the public will not be deceived, we need

not elevate formover substance and require the sane
policing rigor appropriate to nore

formal licensing ... transactions. \Were the |icense
parties have engaged in a close working rel ati onship, and
may justifiably rely on each parties' intinmacy with
standards and procedures to ensure consistent quality, and
no actual decline in quality standards is denonstrated, we
woul d depart fromthe purpose of the law to find an
abandonnment sinply for want of all the inspection and
control formalities.
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Wth respect to use of the "SCUNCI" mark for hair
accessories by L&, we concur with the foll ow ng statenents set

forth in Stearn's reply brief:

Revson's hypertechni cal argunent that
the license agreenent is with the individual
partners [or sharehol ders] of L&N and not

with the [partnership or] corporation can be
di sregarded in view of the testinony of M.
Hendl er that his conpany was operating under

the agreenent ... and the testinony of M.
Stearn to the sane effect .... L&N Sales and
Marketing is clearly the de facto |icensor of
Stearn

There is no evidence that Stearn ever

i ntended to abandon his rights to the

trademark SCUNCI. The evidence is all to the

contrary.
We further note, in particular, that the March 10, 1992 |icense
agreenent provides that Hendl er and Menaged not only have the
right to grant sublicenses to others to use the "SCUNCI" nark,
but that Stearn's approval of any sublicensee is not required in
the case of a sublicense to a conpany controlled by Hendl er and
Menaged. 28

I n consequence thereof, and given Stearn's testinony
that he has not received notification fromHendl er and Menaged of
their grant of any sublicense, it may reasonably be inferred,

especially in light of M. Hendler's testinony that the March 10,

1992 license agreenent is "the Tradenmark License between Leat hem

19 USPQ2d at 1259.

28 See footnote 15.

32



Opposi tion Nos. 91, 333; 91, 334; 91, 390;
and 91, 391; and Cancel lation No. 21,109
Stearn and ny conpany," that L& is a sublicensee which is
control |l ed by Hendl er and Menaged. (Hendler dep. at 13.) There
is nothing in the record which is inconsistent with such a view
and, in fact, regarding L& as a sublicensee fully conports with
Stearn's testinony that the sales reports, royalties and sanpl es
he has received under the terns of the |icense agreenent have
been furnished by L&N instead of Hendl er and Menaged. |In
addi tion, pursuant to his rights as |icensor under the agreenent,
Stearn has inspected and approved the quality of hair accessory
products produced and sold by L&N under the "SCUNCI " mark.
Not hing in the record indicates any variation in the quality of
t he goods sold under such mark. In view thereof, Revson has
sinply failed to satisfy her burden of proof that the "SCUNC "
mar kK has been abandoned by Stearn under any of her theories of
abandonnent. The petition to cancel nust therefore be denied.
Turning next to the issue of which party has priority
of use of the mark "SCUNCI," it is clear that since Stearn has
not been shown to have abandoned the mark, he may rely upon his
proven ownership of a subsisting registration therefor in order
to establish priority, at least with respect to elasticized hair

hol ders, the goods set forth in his pleaded registration.?°. See

29 Al'though Stearn, through the testinony and exhibits presented by
M. Hendl er, also established use of the mark in connection with

ot her hair accessory products such as hair ties, barrettes, hair
hol di ng conbs, hair clips and headbands, the record does not disclose
when use of the mark began for those itens and cross-exam nation
reveal ed that none is considered to be an "el asticized hair hol der"
so as to fall within the scope of Stearn's registration for the mark.
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King Candy Co. v. Eunice King's Kitchen, Inc., 496 F.2d 1400, 182
USPQ 108, 110 (CCPA 1974).

This brings us to the remaining i ssue of whether
cont enpor aneous use of the "SCUNCI" mark in connection with
Stearn's products and Revson's goods and services is likely to
cause confusion as to source or sponsorship. W find, in this
regard, that upon consideration of the pertinent factors set
forth inlnre E. |I. du Pont de Nemours & Co., 476 F.2d 1357, 177
USPQ 563, 567 (CCPA 1973), for determ ning whether a |ikelihood
of confusion exists, confusion is likely.

In particular, we observe that the mark "SCUNCI, "
al t hough not denonstrated to be in the category of a fanpbus mark,
is nevertheless an arbitrary and highly distinctive designation.
M. Hendler, as nmentioned previously, testified that "there is
not hing even close to it in the marketplace" and that "there is a
strong recognition by consuners of our ... Scunci brand nane
[ products].” Revson, we note, offered no evidence to the
contrary, such as instances of third-party use of the sane or
simlar terns in connection with the sanme or simlar goods and
services. The mark, particularly as used in the stylized manner
depicted in Stearn's registration, has a strikingly unusual and
menorable format; it has an uncommon sound when pronounced; and
it has no readily discernible nmeaning or connotation other than
its trademark significance. Gven this notable conbination of
unusual characteristics, the "SCUNCI" mark nust be considered an
arbitrary, unique and inherently strong source indicator which,

like a fambus mark, nerits a relatively wi de scope of protection
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Wth respect to the various goods and services of the
parties, we find that, |like Stearn's elasticized hair hol ders,
Revson's cosnetics, |eather goods and eyegl ass chai ns and cords
woul d be sold principally to the sane cl asses of purchasers,
namely, wonmen and girls, through the identical channels of trade,
such as di scount departnent stores, warehouse cl ubs and ot her
mass nerchandi sers. 30 Particularly, in the case of elasticized
hai r hol ders and cosnetics, such goods would often be sold within
a few feet of each other fromself-service shelves or display
racks in supermarkets, drug stores and di scount stores.
El asticized hair holders, |like purses, wallets and handbags, are
regarded by the purchasers thereof as fashion accessories and,
while sold, for exanple, in different sections of discount
departnment stores and warehouse clubs, they woul d neverthel ess be
found in relatively close proximty. Furthernore, although L&N
does not presently sell elasticized hair holders or other hair
accessory products in either beauty salons or hairdressing
salons, the record indicates that hair accessories are sold in
such outl ets.

Consequently, while Stearn's elasticized hair hol ders
plainly are different from Revson's vari ous goods and servi ces,
it is clear fromthe record that his elasticized hair holders are

not regarded nerely as itens designed for keeping a hairstyle in

30 While we recognize that Stearn offered no evidence concerning the
cl asses of purchasers and channels of trade for eyeglass franmes and
cords and chains for hol ding eyeglasses, it is apparent fromthe very
nat ure of eyegl ass cords and chains that purchasers thereof would

i ncl ude the general public and that retail sales outlets therefor
woul d i ncl ude mass nerchandi sers and not just opticians.
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pl ace, but are al so considered fashion accessories in and of
t henmsel ves by the purchasing public. They accordingly share a
broad and nutual |y dependent relationship with many ot her
fashi on-oriented goods and services such as cosnetics, handbags,
wal | ets, purses, cords and chains for holding eyegl asses, and
beauty and hairdressing salons. All of these goods and services
are marketed for the fashionable style or imge which they offer
in addition to the different practical functions which they
serve. Thus, in the case of many if not nost of the respective
goods and services, if such products and services were to be
of fered by Stearn and Revson under the arbitrary, unique and
i nherently strong mark "SCUNCI," confusion as to the source or
affiliation thereof would be likely to occur.

Decision: The petition to cancel is dismssed; the
oppositions are sustained; and registration to applicant is

refused i n each instance.

R F. G ssel

E. J. Seeherman

G D. Hohein
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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